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BASIC ISSUES ON THIS APPEAL.

Does a contract which conveys certain limited and speci-

fied rights in a copyrighted detective story, and which is

silent as to character and sequel rights, include, in its

grant, such character and sequel rights so as to preclude

the author and his assignees from thereafter using the

named characters in subsequent and different stories?



—2—
Are appellees, or any of them, nevertheless liable to

appellant Warner because of their use of the author Ham-
mett's named characters on the ground of either statutory

copyright infringement or unfair competition?

II.

STATEMENT OF THE CASE.

Appellant's Statement of the Case should be amplified

or corrected in the following particulars:

Warner is the only party plaintiff in interest. Knopf

is merely a formal party, makes no claim, and has no bene-

ficial interest in Warners' claim. See paragraph 16 of the

Second Amended and Supplemental Complaint. [Tr. p. 7.]

The contract of June 23, 1930, from which Warner

derived such rights as it has in this case, was prepared by

Warner. See Paragraph XVI of the Findings. [Tr. p.

105.] The rights which Warner obtained under this con-

tract, as will be pointed out more fully hereinafter, are

limited. This contract, as found by the trial court [Tr.

p. 105], is entirely silent with respect to character rights,

series rights or sequel rights. All of the rights granted

Warner are confined to "the writings" which are defined

in the first ''Whereas" clause of the contract as the story,

The Maltese Falcon.

For the first and third of its motion pictures, Warner

used the name "Maltese Falcon." It named the second

picture, "Satan Met a Lady." Warner never used the

name "Sam Spade" as the title or any part of the title of

any picture or radio program [Tr. p. 453], and did not

even have any character by that name in its second picture.

[Tr. p. 274.]

The court found upon abundant evidence [Tr. pp. 213-

225, 237-244, 332-339, 375] that for many years prior to
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the June 23, 1930, contract, there had been a fixed practice

and custom among detective fiction writers to write sequels

and subsequent stories and to continue to use therein the

same central detective character and supporting characters

created by him and used in his prior work and that, in the

absence of express provisions to the contrary, a contract

conveying story rights (which is all that Warner has here)

or an assignment of a copyright in this field of writing,

does not include the right to the exclusive use of the char-

acters portrayed in the copyrighted work [Tr. p. 375].

Warner claims herein that it obtained the exclusive right

to the characters in the story, "The Maltese Falcon," by

the 1930 contract. Appellees claim that it did not because

the contract is silent in respect to such rights. It conse-

quently became necessary for the court to construe the

contract and, using this custom and the familiar rule that

ambiguities must be construed against their drafter, the

court resolved the question in favor of appellees.

In 1932 Hammett wrote and had published three origi-

nal short stories, all detective stories, in which Hammett,

following the established custom and practice of detective

fiction writers, continued to use, as his detective character,

Sam Spade, and also some of the other characters that

first appeared in The Maltese Falcon. [Tr. p. 107.]

Warner and Knopf both knew about the publication of

these stories from about the time of their first appearance,

Warner never complained to Knopf and neither one at any

time ever made any objection to Hammett's use of Sam

Spade or the other Maltese Falcon characters in any of

said stories. [Tr. p. 108.] These three short stories were

published again in 1944 in book form in connection with

several other stories, the book being entitled "The Ad-

ventures of Sam Spade and Other Stories by Dashiell



Hammett." Two issues of said book were published and

copyrighted by the American Mercury, Inc. [Tr. p. 453.]

Defendant's radio program which commenced in 1946,

took its title from the title of this book, "The Adventures

of Sam Spade."

The writers of the radio scripts used the three short

stories and other Hammett writings as well as the Maltese

Falcon as the source of their characters. [Tr. pp. 131,

133, 134, 136, 137, 147, 295 and 298.]

There was a distinct Hammettian style in both story

writing and character development that was common to

all of his works and not peculiar to the Maltese Falcon.

Sam Spade is essentially the same detective character as

the Continental Op in prior stories except that he was not

an organization rrian; he operated alone. [Tr. pp. 187,

296-297.]

In making the deal with Hammett for the character

rights, Rosenberg knew of the sale of the story. The

Maltese Falcon, to Warner and examined the 1930 con-

tract and knew that Hammett distinguished between story

rights and character rights. [Tr. pp. 155 and 156.]

The broadcasting of appellees' radio program com-

menced on July 12, 1946, was extensively advertised and

continued weekly thereafter until September 17, 1950.

[Tr. p. 454.] Warner Bros, did not make any objection

of any kind until it wrote a letter, dated January 29, 1948,

to Columbia Broadcasting System, Inc., and thereafter no

further objection was made until it wrote a letter to Bat-

ten, Barton, Durstine & Osborn, Inc., on April 8, 1948,

a letter to Regis Radio Corporation on May 13, 1948, and

a letter to Dashiell Hammett on June 18, 1948. [Tr. p.

457.] The action herein was not filed until almost two

years after the first broadcast.
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IIT.

SUMMARY OF ARGUMENT.

Point I. Regis obtained a valid right to the use of

Hammett's named characters through a conveyance from

Hammett because, so far as the parties here are concerned,

Hammett had not conveyed his character or sequel rights

either to Knopf or to Warner.

A. Knopf's 1928 contract with Hammett is silent as to

character and sequel rights and the surrounding circum-

stances as well as Knopf's subsequent conduct show that

such rights were not included in the grant.

B. Warner's 1930 contract with Hammett must be

construed as not conveying character or sequel rights from

Hammett to Warner because it was prepared by Warner

and the ambiguity arising from the omission of any men-

tion or enumeration of these rights must be resolved in

Hammett's favor and, furthermore, the content of the con-

tract itself, evidence dehors the contract, the surrounding

circumstances and Warner's subsequent conduct compel

the conclusion that these rights were not intended to be

conveyed.

C. The character rights were not included in the copy

right of The Maltese Falcon because named characters in

detective fiction exist in public consciousness and as sepa-

rate property rights independently of any particular story

in which such characters appear, and are commonly used

by the author in successive, separately copyrighted stories

which merely constitute the account of different and later

cases solved by the named detective and his associates.

Moreover, in the case as bar, there is neither any claim

nor any justification for a claim of textual theft.



Point II. Warner is not entitled to any recovery on

the theory of unfair competition because there is no evi-

dence or justifiable inference of any public deception or

palming- off in the use by appellees of the named char-

acters, the important thing being the names of the char-

acter and Warner never having established any secondary

meaning in any of the named characters.

IV.

ARGUMENT.

POINT I.

Regis Obtained a Valid Right to the Use of the Char-

acters on Radio From Hammett Who Had Re-

tained His Character Rights.

At the outset it should be noted that this is not an

action by an author for alleged theft of the product of

his mind. It is an action by the purchaser of specified

rights in one story against the author of that story and

his assignees for the subsequent use of products of the

author's mind which were not conveyed in the sale of the

rights in the story. It is an effort by the purchaser,

Warner, to get more than it bought.

A. CHARACTER AND SEQUEL RIGHTS IN THE
MALTESE FALCON WERE NOT CONVEYED BY
HAMMETT TO KNOPF.

While, as above noted, Knopf is merely a nominal

plaintiff and has no rights at issue in this action, our

argument has to begin with Knopf's position because

appellant's brief places so much stress upon the rights

that Warner derived from Knopf. In fact, the brief,

at some points, seems to set up some rights of Knopf

against appellees despite the disavowal in Paragraph

XVI of the Second Amended and Supplemental Complaint.
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1. Such Rights as Knopf Has in the Maltese Falcon Were
Derived From Its 1928 Contract With Hammett.

This contract appears at page 482 of the transcript.

This contract covered the purchase of Hammett's prior

book "Red Harvest." Paragraphs Second (b) [Tr.

p. 486] and Fourth (a) [Tr. p. 495] provide that the

copyright shall be taken out in Knopf's name. It was

stipulated that Knopf was and is the sole copyright

proprietor.

The Continental Op, the lead detective character in

''Red Harvest," was obviously not conveyed by Hammett

to Knopf because Hammett used this character in many

prior and subsequent stories, published by others with

independent copyrights. [Tr. pp. 176-180.]

Warner claims that this contract granted Knopf all

rights except first serial. [Br. pp. 20-23.) However,

Paragraph Third (c) [Tr. p. 491] provides:

''that regardless of the record holder of the copy-

right, the Publisher shall use or dispose of no right

or rights comprised in the copyright to the said

work other than those herein specifically granted to

the Publisher and whether the said rights be now

or may at any time hereafter be recognized as in-

cluded in the copyright to the said work;"

This impliedly, at least, recognizes that Hammett re-

tained some rights and these retained rights obviously

include character rights because character rights are

not mentioned at any place in the entire contract and

Knopf certainly recognized Hammett's use and his right

to use the Continental Op and other characters in other

stories. It should be noted especially that the rights
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specified in the contract relate only to the method of ex-

ploitation of the book, not to the components of the book.

This same 1928 contract covered The Maltese Falcon

through an option granted to Knopf on Hammett's next

two books, one of which, it was stipulated, was The

Maltese Falcon. The contract must be construed as to

The Maltese Falcon in exactly the same manner as to

Red Harvest. Since the character rights in Red Harvest

obviously remained in Hammett, the character rights

in The Maltese Falcon likewise remained in Hammett.

Moreover, Hammett's retention of his character rights

in The Maltese Falcon was recognized by Knopf when

these same characters were subsequently used by Hammett

in the three short stories which were published by others

having no connection with, and no permission from Knopf

but with Knopf's full knowledge and without any pro-

test or objection whatsoever from Knopf. [Tr. p. 501.]

As will be pointed out more fully hereinafter, the law

requires the contract to be construed strictly in favor

of the author.

2. Warner Did Not Get Any Character Rights Through

Knopf.

Since Knopf did not obtain any character rights from

Hammett, Warner Bros, likewise did not obtain any

character rights from Knopf, either through the 1930

contract or the assignment of a portion of Knopf's copy-

right. This conclusion is further supported by the fact,

which will be more fully discussed below, that the radio

characters were derived by the radio script writers from

all of Hammett's writings, including the three short

stories which employed Spade as the central detective

character.



B. THE CHARACTER AND SEQUEL RIGHTS WERE
NOT CONVEYED BY HAMMETT TO WARNER.

1. All of Warner's Rights Are Derived From the 1930

Contract.

All of the causes of action in the Second Amended and

Supplemental Complaint are expressly based on this con-

tract and on nothing else.

Appellant's brief, at page 23, says: "The 1930 con-

tract is the instrument dated June 23, 1930, between

Knopf, Hammett and Warner by which Warner obtained

its rights in 'The Maltese Falcon.'
"

The Memorandum Opinion [Tr. p. 75] says: "Plain-

tiff Warner derives its rights in the copyrighted work

under an instrument executed June 23, 1930, by Knopf

and Hammett as 'owners' and Warner Bros, as 'pur-

chaser.'
"

2. The 1930 Contract Is Ambiguous and Requires

Construction.

The rights which Warner now claims are nowhere

expressly mentioned or conveyed to it in the contract.

If the contract is as clear and unambiguous as appel-

lant stoutly contends (Br. p. 22), then it necessarily

follows that it was the intention of the parties to grant

and convey motion picture rights only in the story be-

cause the story is the only thing mentioned. Since char-

acter rights were not mentioned. Warner must assert an

ambiguity in the contract with the consequent necessity

for legal construction in order to read such a provision

into the contract. Since both parties are claiming the

character rights, which are not mentioned anywhere in

the contract, it is necessary to look beyond the express
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wording of the contract to ascertain the intent of the

parties and resolve the controversy.

As we undertake this problem of construction, it must

be noted that the contract itself in paragraph 14 ex-

pressly provides that it shall be construed in accordance

with the laws of federal government of the United States

of America and of the State of New York. [Tr. p. 49.]

3. The Ambiguity Must Be Construed Against Warner

Because:

a. Warner prepared it. [Tr. p. 105.] Hammett

was not represented by counsel or agent and made no

changes in the contract. [Tr. pp. 207 and 208, 261.]

O'Neil Supply Co. v. Petroleum Heat & Power

Co., 280 N. Y. 50;

Taylor v. United States Casualty Co., 269 N. Y.

360, 199 N. E. 620, 115 A. L. R. 822;

Evelyn Bldg. Corp. v. City of New York, 257

N. Y. 501, 178 N. E. 771;

Segar v. King Features Syndicate, 19 N. Y. S. 2d

527, afif'd 20 N. Y. S. 2d 401.

b. It is the policy of the law to protect the author

and strictly limit the scope of his conveyance. As stated

by Judge Bondy in Philip v. Jerome H. Remick & Co., et

al. (S. D. N. Y. Op. No. 9,999, 1936)

:

"Such doubt as there is should be resolved in favor

of the composer. The clearest language is neces-

sary to divest the author of the fruits of his labor.

Such language is lacking here."
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And similarly, as stated in Tobani v. Carl Fischer^ Inc.,

263 A. D. 503, 507, Z2> N. Y. S. 2d 294, 299 (2d Dept.

1942) Affd. 289 N. Y. 727:

"The implied condition in the contract for which

Fischer contends could have been therein expressly

stated. Doubt, if any, occasioned by the omission

should be resolved against it. As stated in Schu-

macher V. G. E. C. & I. Co. (197 N. Y. 58, 64),
** * * it had the choice of language in stating

the contract' and so 'must be held to the rule common
in construing all contracts, by which the terms thereof

are construed strictly against the person whose lan-

guage is used in expressing it.'
"

The approach of the law in these matters has been

well summed up by Judge Seabury in Clemens v. Press

Publishing Co.,, 67 Misc. 183, 122 N. Y. Supp. 207, 208

(Sup. Ct. App. Term 1910):

"Even the matter of fact attitude of the law does

not require us to consider the sale of the rights to

a literary production in the same way that we would

consider the sale of a barrel of pork. Contracts are

to be so construed as to give effect to the intention

of the parties. The man who sells a barrel of pork

to another may pocket the purchase price and retain

no further interest in what becomes of the pork.

While an author may write to earn his living, and

may sell his literary productions, yet the purchaser,

in the absence of a contract which permits him so

to do, cannot make as free a use of them as he could

of the pork which he purchased."

See also:

Loezv's Inc. v. Wolff, 101 Fed. Supp. 981.
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4. The Content of the Contract Itself Shows That Hammett

Retained Character and Sequel Rights.

a. The contract, prepared by Warner, recognizes

Hammett as an "owner." The three things Hsted by

appellant at page 24 of its Brief as the ''good reasons"

why Hammett was thus designated as an owner could all

have been incorporated in the contract to which Hammett

was a party without such designation. This designation

of Hammett as an owner presupposes that he owned

something and indicates very strongly that Warner recog-

nized, as Knopf clearly recognized, that Hammett retained

his character rights. As pointed out above, Knopf did not

get these character rights by its 1928 contract. They

remained in Hammett. These were among the things

of which Hammett was the "owner" as stated and recog-

nized by Warner when it wrote this 1930 contract.

b. Warner's rights are limited to the story by the

contract definition of "the writings." The first

whereas clause [Tr. p. 37] reads: ".
. . in and to

that certain story, hereinafter called 'writings,' entitled

'Maltese Falcon' written by the said Dashiell Hammett
." Thereafter, throughout the contract, every

right, without exception, which is conveyed to Warner

Bros, is expressly limited to "the writings." Thus, all

of - the rights obtained by Warner are limited to the

s.tory, and nothing else. This may well have been due

to the fact that The Maltese Falcon is primarily a detec-

tive story and not a character development. [Tr. p. 370.]

c. The absence of any specification of character or

sequel rights is in sharp contrast to the detailed specifica-

tions of other rights. As components of the book, the

contract expressly refers to the title, the theme, language,
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dialogue, scenes and pictures. This is particularly pointed

out in the Memorandum Opinion. [Tr. p. 81.]

Appellant's genus-species argument (Br. pp. 28 and

29) is inapplicable because it deals with methods of

exploitation of the story rather than with substance,

content or components.

d. Warner's rights in The Maltese Falcon were limited

to the reasonable scope of the story. Appellant argues,

at page 36 of its Brief, that it purchased the story

merely as ''raw material." However, the manner in

which it may use this raw material is not unlimited.

Thus, where a motion picture producer acquired the

right to produce a motion picture from a story and the

right "to elaborate on said story, with addition of char-

acters, etc., however needed," it was held that the right

of elaboration would not justify the substitution of a

story different from the original one, stating:

"And now as to what is acquired when one pro-

cures the right to elaborate upon an original story.

Upon this much need not be said. I take it that,

while scenery, action, and characters may be added

to an original story, and even supplant subordinate

portions thereof, there is an obligation upon the

elaborator to retain and give appropriate expression

to the theme, thought, and main action of that which

was originally written. The unqualified grant of

this right is, I should say, fraught with danger to a

writer of standing, particularly when he inserts no

provision for his approval of such elaboration as

may be made. Nevertheless, elaboration of a story

means something other than that the same should be

discarded, and its title and authorship applied to a
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wholly dissimilar tale." (Curwood v. Affiliated Dis-

tributors, Inc., et al, 283 Fed. 219, 222 (S. D. N. Y.

1922), Knox, D. J.)

The clause there construed as not permitting substitu-

tion of a different story is similar to Paragraph 1(d)

of the 1930 contract under discussion. Such provision,

therefore, would vest no right in Warner Bros, to the

character "Sam Spade" except in connection with the

original ''Maltese Falcon" or some revised version thereof.

e. The amount of the consideration paid by Warner,

$8,500.00, indicates a limitation of the conveyance to

the story only. Hammett testified that Sam Spade, for

radio, is worth $100,000.00 to him. [Tr. p. 226.]

Regis paid Hammett $400.00 per week for the character

rights, which, during the period of broadcasting, aggre-

gated about $85,000.00.

Hammett's 1928 contract with Knopf provided for his

compensation in the form of royalties so that what he

received was geared to the success of the publication.

Warner's 1930 contract simply provided for a flat price

of $8,500.00, and it appears that Warner really made a

good deal for itself. Its third picture alone showed to

about 14,000,000 people and the film rentals received

on that picture alone in the United States totalled $902,-

604.00. The film rental for Canada was an additional

$46,215.00. [Tr. pp. 466 and 467.] In addition to this,

Warner enjoyed the returns from two prior films and

some radio licenses, the amounts not being disclosed. Of

course, the fact that Warner made a very good deal is
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not the controlling consideration here but it does show

that the price it paid under the 1930 contract was very

low and that adds additional support to the conclusion

that the price was intended to cover only a limited pur-

chase, namely, the story alone.

f. As to Regis and its assignees, the defendants in-

volved in the radio broadcasting of which Warner com-

plains, it is of no little significance that the 1930 contract

was obviously designed to provide Warner with motion

picture rights. The only mention of radio and television

rights is in Article 1(f) [Tr. p. 40] and this reference is

made in a very incidental way. It specifies,

".
. . the right to transmit and exploit scenes and

pictures taken or adopted from or based upon said

writings, the language, title and dialogue thereof, by

radio, television or otherwise, together with the right

to transmit and reproduce by radio, television or

otherwise, the writings, the language, title and dia-

logue thereof and the sound records herein referred

to in connection with the broadcasting of said motion

picture versions or the exhibition and advertising of

said motion picture versions . . ."

Thus, as to radio and television, the contract becomes

specific in setting forth the particular components of the

story to which Warner is entitled. These consist of ''the

language, title and dialogue." The entire reference to

radio and television seems clearly to be limited to advertis-

ing the motion pictures that Warner expected to make

from the story. Everything else in the contract refers

solely to motion pictures. This alone would be sufficient

to justify appellee's contention that they have a perfect

right to the use of the characters for radio and television.
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5. Evidence Dehors the Contract Shows That Hammett

Retained Character and Sequel Rights.

a. Evidence of custom was admissible to resolve the

ambiguity or to supply an omission.

Western Union Co. v. American Ass'n, 299 N. Y.

177,86 N. E. 2d 162, 166;

Gravenhorst v. Zimmerman, 236 N. Y. 22, 139

N. E. 766, 770;

Becker v. Peter A. Frase & Co., Inc., 255 N. Y. 10;

Madison Avenue Coach Co., Inc. v. Nezv York

City, 82 N. Y. S. 2d 270, 271, afif'd 274 App.

Div. 1050, afif'd 300 N. Y. 467;

Walls V. Bailey, 49 N. Y. 464;

Klein v. Beach, 239 Fed. 108, 109.

In Shipley v. Pittsburgh & L. E. R. Co., 83 Fed. Supp.

722, at 750, the court says:

"Evidence of usage or custom is admissible to show

the intent of parties as an incident to a written con-

tract, upon which the writing is silent."

In City of Philadelphia v. Lieherman, 112 F. 2d 424, at

429, the court says

:

"It is well settled that evidence of usage is admis-

sible to show the intent of the parties as to an inci-

dent of the contract upon which the writing is silent.

Here, as we have seen, the contract is silent as to the

term during which the indemnity agreement is to re-

main efifective."

In Grand Trunk Western R. Co. v. Nelson Co., 116 F.

2d 823, at 838, the court says:

"The customs of trades which are in evidence may
be used to annex incidents to all contracts in matters

with respect to which they are silent."
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b. The custom of detective fiction writers to establish

and continue to use in successive stories a series-detective,

was properly introduced in evidence and used by the

lower court to construe the ambiguity in this 1930 con-

tract.

That this custom was clearly and conclusively proved

is shown abundantly by the record which we will not bur-

den this brief to quote. [Tr. pp. 213-225, 237, 332-339,

375.] The custom includes the practice of authors, in

moving from one publisher to another, to take their char-

acters with them and use them in subsequent stories. fTr.

pp. 237-244, 338, 339.] This practice includes supporting

characters. [Tr. pp. 356-358.]

This custom and practice is so universal and so well

known that, even in the absence of any proof, the court

should take judicial notice of it. (31 C. J. S. 651, Sec.

70.)

Appellant objects, at page 32 of its brief, that defen-

dant's testimony showing the custom, does not include

any evidence as to what agreements or assignments are

customarily made by authors. Defendants' proof need

not include a showing of the nature or extent of contract

provisions of other authors in the sale of their works.

The practice of copyrighting commercially exploited writ-

ings is universal. That publishers universally procure

protection of their rights is obvious. We are entitled to

assume that the many writers of detective fiction have

entered into various types of publication contracts. The
significant thing is that, regardless of such variation in

contract provisions, the basic custom of retaining char-

acter rights for use in future copyrighted stories has pre-

vailed universally in the detective fiction field.



—1&—

• Appellant misconceives or misconstrues the function of

the custom in this case. At page 23 of its brief, it argues

that "the 1930 contract neither granted nor reserved

(meaning affirmatively, presumably) any rights to Ham-

mett," and, at the bottom of page 17, says "that the trial

court resorted to custom for the purpose of adding or

interpolating an entire provision, reserving or granting

to Hammett the rights which are in controversy." We
submit that the question is not whether the contract af-

firmatively granted or reserved anything to Hammett.

Warner was the grantee, not Hammett. The contract

affirmatively granted certain things to Warner, certain

rights in the story and, by its silence respecting character

and sequel rights, it simply did not convey those rights to

Warner. With respect to character and sequel rights, the

contract acted negatively as to Warner, not postively as

to Hammett. As pointed out above, Hammett had not

conveyed character or sequel rights to Knopf. At the time

he entered into this contract Hammett already had those

rights and he did not need any provision in the contract

to grant them or reserve them affirmatively to him. The

function of this universal custom and practice is to show

additionally that the contract, in its silence, was not in-

tended to convey character and sequel rights from Ham-
mett to Warner. There was no occasion for affirmative

conveyance to Hammett, as appellant argues. It is suffi-

cient that there was no affirmative conveyance to Warner.

c. Warner, as a big dealer in this field, is chargeable

with notice of this custom.

Walls V. Bailey, 49 N. Y. 464, 476;

Smith, et al. v. Clews, 114 N. Y. 190, 21 N. E.

160;
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Ford V. Snook, 205 App. Div. 194, 199 N. Y. Supp.

630, aff'd 240 N. Y. 624, 148 N. E. 732;

Ermolief v. R.K.O. Radio Pictures, 19 Cal. 2d 543,

552 (6).

d. Any intent of Warner to divest Hammett of his

characters would certainly have been expressly stated in

the contract. The very content of the contract itself ex-

hibits a most assiduous effort and concern on the part of

Warner to procure its rights to the ultimate. As stated

above, the obvious objective was to procure complete mo-

tion picture rights in the story. In view of the force and

significance of the imiversal custom and practice of de-

tective fiction writers to retain their character rights and

use their characters in subsequent stories, it is simply

inconceivable that Warner, the author of this contract,

would have omitted character and sequel rights except by

intention.

e. This custom is relevant and available to resolve

this kind of ambiguity. The mere omission from the con-

tract of any specification of character or sequel rights

should, of itself, be sufficient to sustain our contention.

However, if there is any remaining doubt, the custom, so

amply shown, accounts for the omission and resolves the

ambiguity.

Walls V. Bailey, 49 N. Y. 464;

;
Oswego Falls P. & P. Co. v. Stecker Lithograph

Co., 215 N. Y. 98, 109 N. E. 92;

Mesibov, Glinert & Levy v. Cohen Bros. Manufac-

turing Co., 245 N. Y. 305, 157 N. E. 148;

Bradlev v. Wheeler, 44 N. Y. 495

;
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Distillers Distributing Corp. v. Sherwood Distil-

ling Co., 180 F. 2d 800, 804;

Restatement of Contracts, Sec. 246;

Willison & Thompson on Contracts, Sees. 648 to

662.

The case of Murphy v. Warner Bros. Pictures, Inc.,

112 F. 2d 746, so extensively cited and relied on by ap-

pellant (Br. pp. 19, 22, 29 and 30), is not in point. The

plaintiff there claimed that his contract with Warner

Bros, did not authorize the production of talking pictures.

The contract, however, was so specific and inclusive as to

leave no doubt about the matter. It conveyed the entire mo-

tion picture rights, common law and statutory copyright,

together with the exclusive right to use with motion pic-

ture versions "such devices for the recording and/or

reproduction of sounds as may from time to time be uti-

lized as a part of the presentation and exhibition of the

photoplays," plus music and orchestration, but no sound

by radio or other means than picture projection on a

screen simultaneously with the picture. The court ob-

viously held that the language was so sweeping and com-

plete and clear that there was no room for any custom

to contradict such language. Furthermore, the court

cited and relied on L. C. Page and Co. v. Pox Film Corp.,

83 F. 2d 196, which holds that the transfer of motion

picture rights includes talking pictures. Under all of

these circumstances, the quotation from this case on page

19 of appellant's Brief is perfectly understandable and,

obviously has no bearing on the case at bar.
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6. Warners Subsequent Conduct Shows Its Recognition of

Hammett's Retention of His Character Rights.

This proposition is referred to in the Memorandum

Opinion. [Tr. p. 83.]

Warner, through one of its top men, Darryl Zanuck,

entered into a contract with Hammett on January 23,

1931, Defendant's Exhibit "Y" [Tr. pp. 193-198], for

another detective story involving, according to Zanuck,

Exhibit ''Z" [Tr. pp. 201 and 274], the same character as

the Sam Spade in The Maltese Falcon, though not by

the same name. [Tr. p. 275.] This contract provided a

price of $15,000.00 (which further shows how nominal

the $8,500.00 price for The Maltese Falcon was which

Warner agreed to pay just six months before) payable in

three equal installments with the option in Warner to

cancel the contract before paying either the second or

third installment. After the second $5,000.00 was paid.

Warner rejected the story and returned it to Hammett,

releasing all rights in it to him, and he sold it to Uni-

versal [Tr. pp. 200 and 206] which used it for the pic-

ture, "Mr. Dynamite." [Tr. p. 268.] Warner's claim

at the trial that this story, "On the Make," did not in-

clude the same character as The Maltese Falcon because

he was given a different name, is quite beside the point,

because Warner's expert, Zanuck, regarded the characters

in the two stories as the same; he so stated in his letter

which is in the record. Furthermore, Warner itself

used the same character under a different name in its

second motion picture. If Warner Bros, had these char-
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acter rights, concededly of great value, and wanted to

hold on to them, why would Warner return this second

story to Hammett with the full privilege of selling it to

a competitor which privilege is emphasized by Warner's

express waiver of any claim in its letter to Universal?

[Tr. p. 207.]

A little over one year after this Zanuck contract was

entered into, Hammett wrote the three short stories, all

of which were published and republished very extensively

without any objection or protest whatsoever from War-

ner or Knopf. These three short stories all revolved

around the detective character, Sam Spade. The im-

portance of these stories in the development of the Sam

Spade character in the radio series is abundantly shown

by the record. [Tr. pp. 211, 295, 298, 324, 325 and 371.]

Counsel may respond to this by saying, as he did at

the trial, that the use of the Spade character in these

three stories related only to publication rights which War-

ner does not claim under its 1930 contract, and that War-

ner had no basis for objecting to such use of the char-

acter. However, it has been repeatedly held that unfair

competition can arise out of the use of a property in an-

other field or medium which, apparently, is non-competitive

and, if Warner then thought that it had the character
|

rights which it now claims, it is obvious that it would
|

have protested against this subsequent use of the same '

character, especially in view of the rather bitter argu-
'

ment that it now makes in its brief on the subject of
\

unfair competition.
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Furthermore, since appellant, in its brief, features the

alleged rights of Knopf so extensively, it is extremely

significant that Knopf made no objection to Hammett's

use of the characters in these three short stories, because

Knopf did have the publication rights in the story, The

Maltese Falcon.

In connection with the consideration of Warner's sub-

sequent conduct, it is certainly significant that the radio

series, using and featuring and extensively advertising

Sam Spade, commenced on July 12, 1946, and continued

weekly thereafter [Tr. p. 454] and the first objection by

Warner Bros, of any kind was not made until January

29, 1948. [Tr. p. 457.] This objection seems to have

been born of some pique over the failure to consummate

a deal with Columbia Broadcasting System for the use of

I
The Maltese Falcon on its Suspense program and the

substitution by Columbia of the Kandy Tooth radio

i

script. This radio script had been broadcast more than

I
one year before, in two weekly programs on November

i
24, and December 1, 1946. [Tr. p. 323.] While the de-

fense of laches is not now before us because the decision

on merits obviated any need to rule on that defense,

nevertheless, this acquiescence on the part of Warner is

of significance in the consideration of its subsequent con-

duct as a practical construction placed by it on the 1930

contract.
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C. THE CHARACTER RIGHTS WERE NOT IN-

CLUDED IN THE COPYRIGHT ON THE MAL-
TESE FALCON.

1. The Value o£ a Character Right Derives Principally

From Association of the Character and Its Name With

a Famous Author and Growth o£ Public Consciousness

of the Character and Its Name Apart From Any Par-

, ticular Story.

Character rights exist apart from the story, from the

text. There is a definite Hammettian style to his named

characters. [Tr. pp. 187 and 354.] This has made the

pubHc aware of these characters independently of and

apart from any one of his stories in the same manner

as there has developed a tremendous public awareness

of Sherlock Holmes and Dr. Watson independently of,

and apart from any one of the Conan Doyle stories.

[Tr. p. 336.]

It has become a library practice to index detective char-

acters, separate from their stories. [Tr. p. 341.]

Prior to 1930, there was an anthology of detectives,

detective characters, not detective stories. [Tr. p. 342.]

The more clearly the characters become known by

name, the greater becomes the public awareness of these

characters separate and apart from any particular story,

and, consequently, the stronger becomes the author's

separate right in them, contrary to appellant's argument

at page 46 of its brief. Indeed, if Judge Learned Hand

were confronted with this question, as it is presented by

the facts of the case at bar, we submit that he would be

the first one to refuse to apply his dictum in Nichols v.

Universal, 45 F. 2d 119, quoted at page 41 of appellant's

brief. Whether this be true with respect to such one-

time, single use of characters by the author as was
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involved in the Nichols case, it is certainly true in the

field of detective fiction where the custom prevails uni-

versally for the author to retain his detective character

by name and to use him again and again in subsequent

stories which are nothing more nor less than subsequent

cases handled by the particular detective.

Thus, the value of Sherlock Holmes arises out of

Holmes plus Conan Doyle, not out of Holmes plus **A

Study in Scarlet," the first story in which Holmes ever

appeared. [Tr. p. ZZG.^ An unexploited character, how-

ever good, by an unknown author, would be of little

value.

As stated in Johnston v. Twentieth Century-Fox Film

Corp., 82 Cal. App. 2d 796, at 818, 187 P. 2d 474 at 487:

"We should be realistic. It is common knowledge

that since the advent of motion pictures—and parti-

cularly since the advent of radio—titles, names, slo-

gans, catch-phrases and the like have become of

great value. Agreements for their use in particular

fields are common. Large sums are paid for their

use in advertising."

Warner obviously obtained no rights to the Sam Spade

character except in connection with The Maltese Falcon.

If Hammett or his assignees cannot use this character

in any other story, no one can. This would constitute

an economic waste and deprive the public of something

which they came to regard very highly, according to the

testimony of Mr. Rosenberg. [Tr. pp. 514 and 515.]

Sam Spade should be available for use in other stories

in exactly the same manner as The Continental Op was

available and was used. When Hammett sold Red Har-

vest to Paramount [Tr. p. 253] there apparently was no
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thought of Paramount getting any monopoly on the Con-

tinental Op. The long list of series-detectives, which

the evidence shows [Tr. pp. 222-225] makes it simply

inconceivable that the publication and use of one story

so ties the character to the copyright of that particular

story as to eliminate him from use in any succeeding

stories. Certainly we cannot assume that all of the

stories written about each of the series-detectives in this

long list were under the sole proprietorship of one copy-

right owner when, as noted above, the shifting of an

author from one publisher to another is rather common

practice and when we see that, specifically in Hammett's

case, there have been so many different publications by

different publishers under different copyrights of his

various works which included both of his series-detectives.

The Continental Op and Sam Spade.

2. Character Rights, Whether Existing Under Common
Law Copyright or by Virtue of Common Law Generally,

Persist and Remain in the Author After a Statutory

Copyright Is Taken Out, Even Though, Technically,

Common Law Copyright Terminates With Statutory

Copyright.

This is treated in the lower court's Memorandum

Opinion at page 87 of the transcript. Since, as we have

seen above, characters, at least in the detective fiction

field, develop a fame and a public consciousness entirely

separate and apart from any particular story in which

the characters appear, they should not be deemed to be

covered by the copyright on the story any more than is

the title and it has been held repeatedly that the copy-

right does not apply to the title.

Patten v. Superior Talking Pictures, Inc., 8 Fed.

Supp. 196;
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National Picture Theatres, Inc. v. Foundation

Corp., 266 Fed. 208;

Paramore v. Mack Sennett, Inc., 9 F. 2d 66;

Becker v. Loews, Inc., 133 F. 2d 891

;

Detective Comics v. Bruns Publications, 111 F. 2d

432;

Nichols V. Universal Pictures Corp., 45 F. 2d 121.

Character rights, as we have already noted, become

associated in the pubhc mind with their authors rather

than with particular stories and they are, therefore,

more analogous to trade-mark rights in the author and

he may prevent their use by others on the theory of

unfair competition in the same manner as in the case of

titles.

Fisher v. Star Co., 231 N. Y. 414, 132 N. E. 133;

lohnston v. Twentieth Century-Fox Film Corp.,

82 Cal. App. 2d 796;

lackson v. Universal Pictures Co., 36 Cal. 2d 116.

An author has such a continuing right in his characters,

entirely apart from any copyright rights that he may

prevent his own licensee from making any damaging or

deteriorating or adulterating use of his characters. This

shows a continuing right of the author in his characters

separate and apart from any concept of copyright.

Prouty V. National Broadcasting Co., Inc., 26 Fed.

Supp. 265.

Even in the case of cartoons, where the characters are

portrayed by actual pictures, which in themselves are

copyrightable, protection has been afforded the author

or creator against the use of the characters by others

on the theory of unfair competition and not of copyright
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infringement where the characters have become clearly

associated with their creator and have thereby acquired

a secondary meaning apart from their primary meaning.

Fisher v. Star Company, 231 N. Y. 414,

3. There Is No Claim Here of Textual Theft, Only of the

Use of the Spade Name and the Unprotectible General

Characteristics.

At page 44 of its Brief, appellant says, *'.
. . the

defendants have proclaimed to the world that their radio

chracter is the Sam Spade of 'The Maltese Falcon.'
"

Certainly, and in the same manner as anyone would say

that Sherlock Holmes is the Sherlock Holmes of "A

Study in Scarlet," or that The Continental Op in "Red

Harvest" is the same character as The Continental Op
in the many other Hammett stories.

However, this type of character had become so standard

that Mr. Spier was led to say, ".
. . that it was

ironic that imitators of Sam Spade were on the air

before Sam Spade was." [Tr. p. 299.]

As to the dictum of which appellant makes so much

capital in Nichols v. Universal Pictures Corp., 45 F. 2d

119, it seems clear that the court conceived the copyright

question as one limited to textual appropriation, because

in the later case of Detective Comics, Inc. v. Bruns Pub-

lication, Inc., 11 F. 2d 432, in which the Nichols case is

cited, the court says, at page 433: "So far as the pic-

torial representations and verbal descriptions of 'Super-

man' are not a mere delineation of a benevolent Hercules,

but embody an arrangement of incidents and literary

expressions original with the author, they are proper sub-

jects of copyright and susceptible of infringement because

of the monopoly afforded by the act." (Italics ours.)
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4. A Fair Consideration o£ the Textual Treatment o£ the

Characters Does Not Justify a Finding o£ Copyright In-

fringement.

Appellant says at page 44 of its Brief that the issue

of actual imitation of the Maltese Falcon characters does

not arise because appellees have proclaimed that their

radio character is the Sam Spade of the Maltese Falcon.

Anticipating some possible recession from this position,

we desire to point out some basic reasons why there was

no copyright infringement even assuming that which we

strenuously deny, that the characters are within the scope

of the copyright protection.

Sam Spade in the Maltese Falcon is particularly distin-

guished by his ambivalence and this quality is entirely

absent in the three short stories and in the radio scripts.

[Tr. p. 356.]

Claim was made at the trial that the radio scripts

copied or imitated Hammett's behavioristic style of

character development as used in The Maltese Falcon.

In the first place, this style is not unique in this particu-

lar Hammett writing either among Hammett writings

or in detective fiction in general. [Tr. pp. 352 and 353.]

In the next place, the radio scripts and Hammett's

Continental Op stories employed the first person tech-

nique, whereas the Maltese Falcon employs the third

person technique. [Tr. pp. 354 and 355.]

At page 40, appellant says that the radio producers

took from the Maltese Falcon Spade's environment, in-

cluding his San Francisco background, his ofiice, his sec-

retary and his contemporaries in the police department.

With regard to environment and San Francisco back-

ground, it is extremely common in detective fiction for



—30—

the author, in succeeding stories, to use the same locale,

from Poe down through Doyle to Hammett's time. [Tr.

pp. 346 and 347.] Moreover, the locale of a plot or a

story is not copyrightable.

Sheldon v. M. G. M., 7 Fed. Supp. 837, 843

;

Echavarria v. Warner Bros., 12 Fed. Supp. 632,

638;

Nichols V. Universal Pictures Corp., 45 F. 2d 119,

121;

Holmes v. Hurst, 174 U. S. 82;

Vernon v. Schubert, 220 Fed. 694;

Eichel V. Marcin, 241 Fed. 404.

Almost all of Hammett's stories, both Continental Op

and Sam Spade, used the San Francisco locale. [Tr.

p. 346.]

The practice of using a particular office for the detective

in successive stories is very common in detective fiction

writing. [Tr. pp. 346-348.]

The practice of having the series-detective continuously

work closely with another character corresponding to the

Spade-Effie relationship here, is very common. [Tr. pp.

362-364.]

Likewise, the practice of using a continuing relation-

ship between the chief detective character and specified

members of the police department is very common. [Tr.

pp. 356-358.]

At the trial, appellant pointed out some elements of

dialogue which allegedly plagiarized the Maltese Falcon.

Reference was made to Spade's expression, "Shoo her

in, darling, shoo her in." In Hammett's previous book,

"Dain Curse," defendant's Exhibit "K," in the fourth
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;hapter at page 36, Hammett makes his detective say,

I shooed him out and went into the operative's room

.
." In "Blood Money," defendant's Exhibit "I,"

it page 101, at the end of chapter fourteen of Part One,

jlammett has the detective saying, "She didn't ask any-

hing else. I shooed her upstairs for her hat and coat

Reference was also made to the phrase, "Suppose you

ell me about it, from the beginning." In chapter XII of

'Alice in Wonderland," the White Rabbit says to the

iCing of Hearts, "Where shall I begin, please Your

Majesty?" To which the King replies, "Begin at the

)eginning and go on 'till you come to the end; then stop.'
"

: These are simply samples of the claims of plagiarism

vhich the trial court refused to accept.

i. Character Rights May Be Transferred Separate and Apart

From the Story.

This is illustrated in the case of the Sherlock Holmes

)roperty. [Tr. p. 374.]

I

Plaintiff's position assumes that The Maltese Falcon

j.nd Sam Spade are so completely bound together as to

onstitute one entity and that they cannot be separated,

ptating that Sir Arthur Conan Doyle was the creator

'f Sherlock Holmes certainly does not necessarily con-

titute a reference to Doyle's first story, "A Study in

'Carlet." The character, Sherlock Holmes, is separable

rem the story. They are separate literary properties,

'he character has a utility and a value which far transcend

le story in which it was first created. Obviously, Ham-
lett was entitled to sell to the other defendants his

roperty right in this named character and, after they

ad made this purchase, the other defendants were cer-

iiinlv entitled to advertise it as Hammett's creation.
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POINT II.

Warner Is Not Entitled to Any Recovery on the

Theory of Unfair Competition. i

A. THE ESSENCE OF UNFAIR COMPETITION IS f

DECEPTION OF THE PUBLIC OR PALMING OFF.

Sherwood v. Twentieth Century-Fox Film Corp.,

18 N. Y. S. 2d 388, 390;

Atlas Mfg. Co. v. Street & Smith, 204 Fed. 398;

Becker v. Loews, Inc., 133 F. 2d 891

;

Lone Ranger, Inc. v. Cox, 124 F. 2d 650;

Fisher v. Star Co., 231 N. Y. 420.

B. THERE IS NO DIRECT EVIDENCE OR INFER-

ENCE OF ANY PUBLIC DECEPTION OR PALMING
OFF.

The evidence is exactly to the contrary. The trial

court, construing the evidence, specifically held that there

was no deception of the public or palming ofif. [Tr.

pp. 91 and 110.]

1. The Important Factor Is the Name "Sam Spade."

Appellant points this out at page 49 of its Brief and
|

then proceeds to base its entire argument on the subject i

of unfair competition on appellees' use of the name i

"Sam Spade."

2. Warner Never Established Any Secondary Meaning in

"Sam Spade" That Could Be Protected as a Warner

Property.

There is no basis for appellant's argument that it made

,

the Sam Spade name famous through its motion pictures.

;

Warner never used the name Sam Spade as the title of
|

anything. [Tr. p. 453.] There is no evidence that War-|
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ner ever made the Spade name famous. It is common

knowledge that motion picture companies advertise and

build up their actors, their stars, Humphrey Bogart in

this instance, and not the name of the character in the

picture played by the star. [Tr. p. 291.]

In Warner's second motion picture based upon The

Alaltese Falcon, plaintiff's Exhibit 21, the name of Spade

was not even used. Warner substituted Shane. [Tr. p.

274.] What better evidence could we have of Warner's

indifference to the Spade name?

The testimony of Warner's witness, Irwin F. Dolid,

commencing at page 460 of the transcript, shows War-

ner's extensive advertising of The Maltese Falcon. It

does not contain one word about any advertising of Sam

Spade.

The case of Warner Bros. v. Majestic Picture Corp.,

70 F. 2d 310, relied on so extensively by appellant, em-

phasizes, by contrast, the point we are here making. In

that case Warner used the term "Gold Diggers" in the

title of its picture and, by extensive use and advertising,

established a secondary meaning causing the public to

associate that name with the Warner property. But

Warner has not shown any advertising of the Sam Spade

name, obviously because it never used the Sam Spade

name in connection with any of its pictures or any of its

products. How then could any secondary meaning have

been developed in the Spade name connecting it with

Warner ?

By contrast with all of this, it was the publishers and

appellees who made the Sam Spade name famous. The

intrinsic merit of The Maltese Falcon and other Sam
Spade stories leading to their prior publication, republi-
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cation and other printings, the prior publication use of the

title, "The Adventures of Sam Spade," and the fame

of the author himself are basically responsible for this

celebrity. Appellees used the name in the title of their

very popular and much advertised radio series for over

one and one-half years without any objection whatever

from Warner. Their program became one of the top

mystery programs on the air. [Tr. p. 514.] They built

up the character in the public's mind by billing Sam
Spade, not the actor who played the part. [Tr. p. 291.]

3. Appellees' Method of Using Sam Spade Had the Effect

o£ Avoiding Rather Than Creating Confusion.

The introduction to the Suspense program of January

10, 1948, which used the Kandy Tooth script, referred

to Howard Duff, a young star from Universal-Inter-

national, thus expressly distinguishing him from any

Warner property or actor. At page 52 of its brief,

appellant refers to appellee's introduction of their de-

tective as "The Famous Sam Spade." The source of the

fame, however, is misconceived. He had become famous

by virtue of these prior activities including one and one-

half years of highly successful and aggressively adver-

tised broadcasting, not through any picture that Warner

had made of The Maltese Falcon. The special billing of

Sam Spade on the radio is in marked contrast to Spade's

anonymity in the motion pictures. [Tr. p. 291.]

Appellee's candid references to The Maltese Falcon

show that this Kandy Tooth script was avowedly a sequel,

[Tr. p. 320], something different, a different case, a

different caper. Mr. Spier explained how the Kandy

Tooth story originated. [Tr. p. 321.]
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The references to The Maltese Falcon were merely in

line with the fixed practice and custom in detective fiction

of referring to prior cases which the detective handled.

[Tr. p. 366.] In the opening paragraph of both his

second and third tales, 'The Mystery of Marie Roget,"

and "The Purloined Letter," Poe was at pains to remind

the reader of Dupin's triumph in "The Murders in the

Rue Morgue," Poe's first detective story. Many Sher-

lock Holmes stories open with an identifying reference

to some antecedent investigation. In modern times, the

late S. S. Van Dine used so many footnotes to mention

the titles of earlier Philo Vance cases as to subject himself

to parody by humorists. Hammett, in his "The Dain

Curse," at page 220, makes Mickey Linehan, a fellow

detective, say to The Continental Op, "I ought to tell her

what happened to that poor girl up in Poisonville that got

so she thought she could trust him." This is a direct

reference to the Continental Op's work in "Red Harvest,"

and to a character in that book, Dinah Brand, who lived

in Personville which, because of its bad reputation, was

commonly called Poisonville. The references to The

Maltese Falcon, therefore, were in no sense designed to,

nor did they, confuse the public into any belief that the

radio scripts were the same thing as The Maltese Falcon.

The billing, in the radio series, of Hammett along with

Spier, of which complaint is made at page 50 of the brief,

was simply consistent with a common practice prevailing

in radio. [Tr. p. 370.]

The references to The Maltese Falcon in the radio

scripts simply tended to emphasize the difference between

The Maltese Falcon and the radio scripts. Even in ap-

pellant's much used case, Warner Bros. v. Majestic, 70

F. 2d 310, the Court of Appeals approved the use bv de-
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fendants of the same name, "Gold Diggers," if the use

were accompanied by express explanation designed to

avoid confusion. So, even if Warner had used the

Sam Spade name as a title to identify any of its pictures

(which it never did) appellees would not be guilty of

unfair competition, under the very authority relied upon

by appellant in using the same name in such way as to

avoid or eliminate confusion.

Let us examine the supposititious argument at page 56

of the brief where appellant inquires whether Warner

could complain of the use by the radio producers of the

Sam Spade name and character if they had not previously

obtained permission from anybody for such use. Appel-

lant's assumed affirmative answer to the inquiry obviously

presupposes an exclusive right in Warner to the use of

the name as the basis for any valid complaint. But if

Warner has any right in the name at all, there are many

others with an equal right. These include Hammett,

Knopf, Grosset & Dunlap [Tr. p. 476], Modern Library

[Tr. p. 478], The World Publishing Co. [Tr. pp. 211 and

479], Western Printing & Litho Co. [Tr. p. 211], Read-

er's League of America [Tr. p. 480], Pocket Books, Inc.

[Tr. p. 480], King Features Syndicate [Tr. p. 481],

American Magazine [Tr. p. 453], Colliers Magazine [Tr.

p. 453], and American Mercury, Inc. [Tr. p. 453].

None of these except American Mercury, Inc., with its

title, "Adventures of Sam Spade," used the Sam Spade

name as a title or a part of a title any more than did

appellant, but all used the story featuring Sam Spade and

consequently each is as much entitled to complain on the

alleged unfair competition theory as is Warner itself.

Unfair competition can hardly be that promiscuous.
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We cannot resist observing that counsel, in connection

with their sweeping statement at the top of page 56 of

the brief, that, "Throughout the radio series, appellees

have incorporated by reference all that Warner Bros,

put into their motion picture," refers to a line in the

Kandy Tooth script, "The same apartment, the same

colors
—

" when the Maltese Falcon was not a color pic-

ture!

Appellant, at page 56, charges appellees with riding on

the coattails of a successful motion picture. Just the

reverse is true. If Warner were so inclined, after squeez-

ing The Maltese Falcon story dry by making three pic-

tures over a period of years, it might have attempted some

further use of its story property by laying the emphasis

on Sam Spade instead of The Maltese Falcon and thus

riding on the coattails of the radio program which, alone,

had made the Sam Spade name so famous.

If, as stated on page 55, appellees "touted their de-

tective as 'the famous Sam Spade' in order to ride on

the coattails of a book business running over 800,000

copies," the appropriate parties to register a complaint are

Knopf, who is merely a nominal plaintiff and has no in-

terest in the lawsuit, and the numerous other publishers,

none of whom has ever indicated the slightest complaint

at all.

Appellant very properly says, at the bottom of page 51,

"The party who receives protection is not necessarily the

one who first thought of the name. The authorities in-

dicate that the law protects the celebrity of the name,

not the invention." The trouble with this argument for

appellant is that it was appellees and not appellant who

made the Sam Spade name famous.
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Since the radio program featured Sam Spade and

Warner did not, and appellees at all times made it clear

that their broadcast material was not The Maltese Falcon,

the statement in the Memorandum Opinion that ''there is

neither 'deception of the public/ nor 'palming off,' nor

other practice or conduct which can properly be charac-

terized as unfair competition," and the Finding of no un-

fair competition are clearly correct.

Conclusion.

The basic and controlling proposition here is that, in

detective fiction, the characters universally stand out and

exist apart from any particular story and continue to ap-

pear in many stories and Warner's contract which con-

veyed to it only story rights, did not include the separate

character rights. Hammett retained his character rights

and validly conveyed them to Regis. The broadcasting

therefore was legal and there is no basis for appellant's

action.

Respectfully submitted,

CrIDER, RuNKLE & TiLSON,

Attorneys for Appellees Columbia Broadcasting

System, Inc., et al.

Clarence B. Runkle,

Of Counsel.


